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DETAILED ACTION 

Status of Claims 

Claims 1-16 remain examined. 

Status of Previous Objections 

The previous objections to the drawings are withdrawn in view of Applicant's 
amendments to the specification. 

Status of Previous Rejections 

The previous rejections of Claims 1 and 8 under the second paragraph of 35 
U.S.C. 1 12 are withdrawn in view of Applicant's amendments to the claims. 

Claim 13 stands rejected under the second paragraph of 35 U.S.C. 1 12 for lack 
of antecedent basis. Attention is drawn to the claim dependency of Claim 1 3. Claim 1 3 
recites a compressing step, for which support is found in Claim 8. However, the 
Examiner wishes to point out that Claim 1 3 is dependent on Claim 1 . in which there is 
no support for a compressing step. 

The previous rejections of Claims 1-10 and 12-16 under 35 U.S.C. 103(a) as 
being unpatentable over Miura (US 5,092,941) in view of Peterson et al. (US 6,152,937) 
are withdrawn in view of Applicant's arguments. However, a new rejection has been 
applied to Claims 14-16. 
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The previous rejection of Claim 11 under 35 U.S.C. 103(a) as being unpatentable 
over Miura (US 5,092,941) in view of Peterson et al. (US 6,152,937) and further in view 
of Kleshinski et al. (US 5,540,712) is withdrawn in view of Applicant's arguments. 

Information Disclosure Statement 

Information disclosure statements (IDS) were submitted on Oct. 12, 2007; Oct. 
26, 2007; and Jan. 24, 2008. The submissions are in compliance with the provisions of 
37 CFR 1 .97. Accordingly, the information disclosure statements are being considered 
by the examiner. 

Specification 

The abstract of the disclosure does not commence on a separate sheet in 
accordance with 37 CFR 1 .52(b)(4). A new abstract of the disclosure is required and 
must be presented on a separate sheet, apart from any other text . 

Claim Interpretation 

Claims 14-16 are product-by-process claims. Applicant is reminded that "even 
though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
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unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 



Claim Rejections - 35 USC § 102/103 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 14-16 are rejected under 35 U.S.C. 102(a) or 35 U.S.C. 102(e) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Carley et 
al. (US 2002/0188318 A1). 

Regarding Claims 14-16, the claim is drawn to a clip product. US '318 teaches a 
clip (FIG. 1 A) possessing a planar and annular structure with more than one tine (p. 1 , 
para. [001 1]). The clip may be made from a superelastic alloy such as Nitinol, which 
contains austenitic and martensitic phases. Therefore, US '318 anticipated the claimed 
clip. 

In the alternative, Claims 14 and 16 are rejected under 35 U.S.C. 103(a). US 
'318 teaches a clip (FIG. 1A) possessing a planar and annular structure with more than 
one tine (p. 1 , para. [001 1]). The clip may be made from a superelastic alloy such as 
Nitinol, which contains austenitic and martensitic phases, the amounts of which can be 
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controlled by appropriate heat treatments to obtain a clip with a particular set of 
mechanical properties as so desired by the skilled artisan (p. 2, para. [0019-[0020]). 
The clip taught by US '318 is substantially similar to the claimed invention so as to be 
obvious to one of ordinary skill in the art. 

Still regarding Claim 15, the claim is drawn to a clip product. US '318 teaches a 
clip (FIG. 1 A) possessing a planar and annular structure with more than one tine (p. 1 , 
para. [0011]). Primary tines may be of different lengths (p. 2, para. [0014]). US '318 
further teaches that the tines of different lengths may point towards each other (p. 2, 
para. [0014]), as stated by the reference where the "first and second primary tines may 
be disposed on opposing curved regions, and may be oriented substantially towards 
each other in the planar configuration," thus describing a "radially opposed" 
configuration as claimed. The clip may be made from a superelastic alloy such as 
Nitinol, which contains austenitic and martensitic phases. 

In the alternative, Claim 15 is rejected under 35 U.S.C. 103(a). US '318 teaches 
a clip (FIG. 1 A) possessing a planar and annular structure with more than one tine (p. 1 , 
para. [001 1 ]). Primary tines may be of different lengths (p. 2, para. [001 4]). US '31 8 
further teaches that the tines of different lengths may point towards each other (p. 2, 
para. [0014]), as stated by the reference where the "first and second primary tines may 
be disposed on opposing curved regions, and may be oriented substantially towards 
each other in the planar configuration," thus describing a "radially opposed" 
configuration as claimed. The clip may be made from a superelastic alloy such as 
Nitinol, which contains austenitic and martensitic phases, the amounts of which can be 
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controlled by appropriate heat treatments to obtain a clip with a particular set of 
mechanical properties as so desired by the skilled artisan (p. 2, para. [0019-[0020]). 
The clip taught by US '318 is substantially similar to the claimed invention so as to be 
obvious to one of ordinary skill in the art. 

Allowable Subject Matter 

6. Claims 1 -1 2 are allowed. The following is a statement of reasons for the 
indication of allowable subject matter: Peterson teaches forming an annular clip by 
machining a tube or sheet to form fingers, deflecting the fingers outward, and heat 
treating the clip in the shape of its final configuration. Miura teaches the austenitic 
transformation of nickel-titanium alloys. Peterson alone fails to teach or suggest the 
steps of providing a planar clip with outward-pointing tines, bending the tines such that 
they point inward toward the center of the clip, and quenching the clip so that it retains 
an inward configuration as claimed. Miura further fails to compensate for the 
deficiencies of the Peterson reference. Thus, the prior art of record does not teach or 
suggest the claimed invention. 

Response to Arguments 

Applicant's arguments (see p. 8, para. 2-3; p. 9, para. 1, 3, 4), filed Feb. 19, 
2008, with respect to Claims 1-13 have been fully considered and are persuasive. 
Accordingly, the rejections of Claims 1-13 have been withdrawn. 
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Applicant's arguments (see p. 8, para. 2-3; p. 9, para. 1, 3, 4), filed Feb. 19, 
2008, with respect to the rejections of Claims 14-16 under 35 U.S.C. 103(a) have been 
fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground of rejection is made in view of 
Carley et al. (US 2002/01 8831 8 A1 ). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanessa Velasquez whose telephone number is 
(571 )270-3587. The examiner can normally be reached on Monday-Friday 8:30 AM- 
6:00 PM ET. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King, can be reached at 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 

/Vanessa Velasquez/ 
Examiner, Art Unit 1793 



